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DETAILED ACTION 

Priority 

1. Receipt is acknowledged of papers submitted under 35 U.S.C. 119(a)-(d), which papers 
have been placed of record in the file. 

Information Di$€lotm>e Statement 

2. The information disclosure statements filed 07/07/06 & 09/05/06 have been considered 
by the Examiner. 

U>e€ffleatlon 

3. The disclosure is objected to because of the following informalities: The Tables on pages 
49 & 51 should be properly labeled, either at the bottom or top of each page, so as to avoid 
any confusion. 

Appropriate correction is required. 

aaim Refe€tion* - 3S USCg 112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claims 1-10 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards 
as the invention. 

6. A) The recited "a resin composed of a polymer (A) and polymer (B)" per 

claim 1 constitutes indefinite subject matter as per a) said phrase houses redundant and 
confusing subject matter, use of "an aqueous dispersion comprising a polymer (A) and — 
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-polymer (B)" is iuggetted, b) it is not readily ascertainable as to how said objectionable 
terminology "composed of further limits the claims. Note the suggestion supra. 

B) The recited "wherein the vinyl alcohol based polymer (B) contains 1 to 20 mol % alpha- 
olefin unit" per claims 2 & 5 constitutes indefinite subject matter as per it not being readily 
ascertainable as to the exact entity that said contents are being based on, vinyl alcohol 
polymer (B), polymer (A) and polymer (B) or else. 

C) The recited "weight percentage of (A) bound to (B)" per claim 1 constitutes indefinite 
subject matter as per it not being readily ascertainable as to the exact meaning of said phrase. 
Does applicant intend a graft polymer or else? 

D) The recited "an average particle diameter" per claim 1 constitutes indefinite subject 
matter as per it not being readily ascertainable as to the exact entity that the particle size is in 
reference to, i.e., polymer (A), polymer (B), polymer (A) + polymer (B) or other. 

aalm Releaiom - MS USd 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to 
a person having ordinary shill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

8. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary shill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 
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9. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent 
any evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point 
out the inventor and invention dates of each claim that was not commonly owned at the time 
a later invention was made in order for the examiner to consider the applicability of 35 
U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

10. Claims 1-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Hahn et al 
(US 5,250,594), as evidenced by Pons et al (EP 0215518), in combination with Fujiwara et al 
(JP 2001234018-Machine Translation). 

Hahn et al teach the preparation of aqueous polymer dispersions with polymer 
particles having polyol groups wherein the dispersions are obtained via emulsion 
polymerization and subsequently processed with auxiliary agents for utility in areas 
such as paper coating compositions (Abstract and col. 1, lines 8-18 & col. 4, lines 7-10 of 
Hahn et al) In particular, Hahn et al further teach that the aqueous polymer dispersion 
is prepared by emulsion polymerizing, using Imown tethnlquet, in the presence of a 
free-radical initiator with or without conventional emulsifiers, (i) from 0.5 to 25 wt. %, 
based on the total weight of monomers, of epoxy group-containing monomers which 
include glycidyl (meth)acrylate and allyl glycidyl ether, (ii) 75 to 99.5 wt. %, based on 
total monomers, of at least one other ethylenically unsaturated monomer which 
includes vinyl acetate, vinyl chloride, 1,3-butadiene and further functional monomers 
such as (meth)acrylic acid, etc. and reacting the resulting aqueous polymer dispersion 
with a low molecular weight polyhydroxylated compound having a primary or 
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secondary amino or carboxyi group (col. 2, lines 1-68, col. 3, lines 1-63 and the Runs of 
Hahn et al and claims 1, 6, 7, 9 & 10). 

Hahn et al differ basically from the claimed invention as per the non-express disclosure 
of an embodiment directed to the specific vinyl alcohol-based polymer (B). However, 
Fujivwara et al teach the use of a vinyl alcohol polymer, which provides excellent 
emulsion stability and water resistance, in an amount of from 4-20 parts by weight 
based on 100 parts by weight of monomers, as a dispersing agent for the emulsion 
polymerization of ethylenically unsaturated monomers which include vinyl esters such 
as vinyl acetate, (meth)acrylic acid, (meth)acrylic acid esters, styrene, vinyl halides, 1,3- 
dienes, etc. wherein, the vinyl alcohol-based polymer comprises alpha-olefin units such 
as ethylene in an amount X of 1 to 20 mol. % and 1,2-glycol bonds in an amount of (1.7- 
X/40) mol % and is governed by a saponification degree of greater than 60 and more 
preferably greater than 75 mol. % and most preferably ^98 mol. % (Abstract and 
paragraphs [0001], [0006]-[0013] and the Runs of Fujiwara et al and claims 1-5). 
Therefore, one having ordinary skill in the art, at the time the invention was made, 
would have found it obvious to modify Hahn et al by using the vinyl alcohol based 
polymer taught by Fujiwara et al in similar such emulsion polymerizations and with a 
reasonable expectation of enhancing the stability and water resistance of the emulsion. 
It is prima facie obvious to combine two compositions each of which is taught by the 
prior art to be useful for the same purpose, in order to form a third composition to be 
used for the very same purpose.... [T]he idea of combining them flows logically from 
their having been individually taught in the prior art." In re Kerkhoven, 626 F.2d 846, 
850, 205 USP0 1069, 1072 (CCPA 1980). 
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As to the weight ratio of (A)/(B), weight percentage of (A) bound to (B) and a^/erage 
particle diameter (claim 1), one having ordinary skill in the art, at the time the 
invention was made, would have found it obvious to modify Hahn et al/Fujiwara et al 
by optimizing each of the above limitations, such involving only routine 
experimentation, without undue experimentation and with a reasonable expectation 
of success, absent some evidence of unusual or unexpected results clearly 
commensurate in scope with the claims. 

As to use of the aqueous dispersion taught by Hahn et al and modified by Fujiwara et 
al, as a powder (claim 8), it is known to use compositions based on similar such aqueous 
dispersions of epoxy-group containing addition polymers, in powder form, for the use as 
a coating material as evidenced by EP-0215518 and relied on by Hahn et al (col. 3, lines 
21-25 of Hahn et al and the Abstract and col. 3, lines 47-49 of EP '518 ). 

Claim ReletHom - 3S U$Ci 103 
11. Claims 1-6 and 8-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Weitzel et al (US 20040097645) in combination with Fujiwara et al (JP 2001234018). 

Weitzel et al teach protective colloid-stabilized polymers in the form of their aqueous 
dispersions or of their water-redispersible powders, useful as compositions, excellent in 
water resistance, for paper coating, construction adhesives, paints, etc., based on homo- 
or copolymers of one or more monomers which include vinyl esters, (meth)acrylic acid 
esters, vinyl aromatics, olefins, dienes and vinyl halides and wherein the protective 
colloid is contained in an amount of from 3 to 30 weight %, based on the base polymer, 
and includes partially hydrolyzed vinyl acetate-ethylene copolymers with an ethylene 
content of from 1 to 15 mole % and a degree of hydrolysis of the vinyl acetate units of 
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between 80 and 95 mol % and a viscosity, in a 4 % by weight aqueous solution, of from 
2 to 30 mPas (Abstract and paragraphs [0002], [0010]-[0015] and [0018]-[0031] of 
Weitzel et al). Weitzel et al further teach that from 0.05 to 50 % by weight, based on 
the total weight of the base polymer, of auxiliary monomers such as epoxy-functional 
compounds which include glycidyl (meth)acrylate can be used in forming the stabilized 
vinyl-ester base polymer(paragraph [0016] of Weitzel et al and claims 1, 9 & 10). 
Weitzel et al further teach that to prepare the water-redispersible polymer powders, 
the aqueous dispersions are dried and that other conventional compounds may be 
added to the aqueous polymer dispersions (paragraphs [0032]-[0038] of Weitzel et al 
and claims 6 & 8). 

Weitzel et al differ basically from the claimed invention as per as per the non-express 
disclosure of an embodiment directed to the specific vinyl alcohol-based polymer (B) 
However, Fujiwara et al teach the use of a vinyl alcohol polymer which provides 
excellent emulsion stability and water resistance, in an amount of from 4-20 parts by 
weight based on 100 parts by weight of monomers, as a dispersing agent for the 
emulsion polymerization of ethylenically unsaturated monomers which include vinyl 
esters such as vinyl acetate, (meth)acrylic acid, (meth)acrylic acid esters, styrene, vinyl 
halides, 1,3-dienes, etc. wherein, the vinyl alcohol-based polymer comprises alpha-olefin 
units such as ethylene in an amount X of 1 to 20 mol. % and 1,2-glycol bonds in an 
amount of (1.7-X/40) mol % and is governed by a saponification degree of greater than 
60 and more preferably greater than 75 mol. % and most preferably ^98 mol. % 
(Abstract and paragraphs [0001], [0006]-[0013] and the Runs of Fujiwara et al and 
claims 1-5). 
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Therefore, one having ordinary shiii in the art, at the time the invention was made, 
would have found it obvious to modify Weitzel et a! by using the vinyl alcohol based 
polymer taught by Fujiwara et al in similar such emulsion polymerizations and with a 
reasonable expectation of enhancing the stability and water resistance of the emulsion. 
It is prima facie obvious to combine two compositions each of which is taught by the 
prior art to be useful for the same purpose, in order to form a third composition to be 
used for the very same purpose.... [T]he idea of combining them flows logically from 
their having been individually taught in the prior art." In re Kerbhoven, 626 F.2d 846, 
850, 205 USP0 1069, 1072 (CCPA 1980). 

As to the weight ratio of (A)/(B), weight percentage of (A) bound to (B) and average 
particle diameter (claim 1), one having ordinary skill in the art, at the time the 
invention was made, would have found it obvious to modify Weitzel et al/Fujiwara et 
al by optimizing each of the above limitations, such involving only routine 
experimentation, without undue experimentation and with a reasonable expectation 
of success, absent some evidence of unusual or unexpected results clearly 
commensurate in scope with the claims. 

Claim ReletHom - 3S U$Ci 103 

12. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Weitzel et al (US 

20040097645) in combination with Harzschel et al (US 7,250,468). 

Weitzel et al is as discussed supra and as applied to claims 1-6 & 8-10. Further, the 
disclosure of Weitzel et al differs basically from the claimed invention as per the non- 
express disclosure of an embodiment directed to a composition which further includes a 
polyvalent carboxylic acid. However, Harzschel et al teach polyvinyl alcohol-stabilized 
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aqueous polymer dispersions and water-redispersibie powders therefrom, similar to the 
polyvinyl alcohol-stabilized aqueous polymer dispersions and water-redispersible 
powders therefrom taught by Weitzel et al wherein, the compositions of Harzschel et 
ai, useful in construction adhesives, paints, etc., can contain additional additives which 
include 0.5 to 5 parts by weight of polyvalent carboxylic acids such as tartaric and citric 
acids (cols. 2-6 of Harzschel et al). Therefore, based on the same field of endeavor and 
related subject matter, it would have been obvious to the skilled artisan, at the time 
the invention was made, to modify Weitzel et al by adding the polyvalent carboxylic 
acids taught by Harzschel et al to the composition of Weitzel et al and with a 
reasonable expectation of success. Criticality for such, clearly commensurate in scope 
with the claims, not having been demonstrated on this record. 

13. US Patents 4,123,405 to Oyamada et al and 6,262,167 to Weitzel et al are cited as of 

interest in teaching protective colloid-stabilized aqueous polymer dispersions and are 

considered merely cumulative to the prior art supra. 

Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to MARIE REDDICK whose telephone number is 2-5816. The 

examiner can normally be reached on 6:30 am to 3:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, DAVID WU can be reached on 2-1114. The fax phone number for the organization 

where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information for 
unpublished applications is available through Private PAIR only. For more information about 
the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If 
you would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/MR/ 
08/14/09 

/David Wu/ 

Supervisory Patent Examiner, Art Unit 1796 



